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111 the United States Court of Appeals for tlie Ninth Circuit.

HUNT br()thp:rs fruit packing company,

Plaintiff in Error,

vs.

JOHN. AV. CASSIDY,

Defendant in Error.

BRIEF OF THE PLAINTIFF IN E/iROR.

This cause is brought to this Court by a writ of error, from tlie^

Circuit Court for the Northern District of California. The action

was brought by the defendant in error to recover damages for an
alleged infringement of U. S. Letters Patent No. 172,608, bearing
date January 25, 1876, and granted to said defendant in error, John
W. Cassidy, for alleged improvements in a drying apparatus. The
pleadings are in the usual form. Notice of special matter was duly
given by the plaintiff in error.

The action was tried by jury. A verdict was rendered for the
plaintiff in the case, John W. Cassidy, for the sum of thirteen hun-
dred and fifty dollars, and judgment was entered thereon in the
said Cassidy's favor.

In this brief we will call the said Cassidy "plaintiff" and the Hunt
Brothers Fruit Packing Company "defendant," as they were in the
Court below.

On the trial four witnesses were called by tlie plaintiff and testi-

fied in the case. There was also introduced in evidence the patent

sued on and also models of fruit dryers.

The plaintiff then rested his case and the defendant asked tlie

Court to instruct the jury to bring in a verdict for the defendant.

The Court overruled the motion and the defendant excepted.
Eight other exceptions w^ere taken during the trial by the de-

fendant. Some of them were on account of the admission of

testimony that the defendant objected to ; and some were taken on
account of the refusal of the Court to allow certain questions to be
asked witnesses.

Our assignment of errors is in the Record, from page 122 to page
132.

Each assignment of error is based upon an exception that was
taken during the trial, and which is contained in the bill of ex-

ceptions. The assignment of errors therefore may be referred to as

showing the exceptions in the case. This will be most convenient,
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as nuiuy of the exceptions often refer to one subject and they can be

o-rou})ed under a few heads, and each group discussed under the single

heading to wliich it belongs ; and the argument thereby short-

ened.

The exceptions shown under assigiiment of errors, from ten to

tliirty-four, inchisive, were all taken on account of the refusal of the

Court to ffive instructions asked for bv the defendant.

The exceptions taken, which are sliown under assignment of

errors, from number thirty-live to number forty-one, both inclusive^

are all based upon instructions which were given to tlie jury against

the objections of the defendant. Only forty-one exceptions were

taken.

ARGUMENT.

The first exception was taken to the ruling of the Court in per-

mitting the plaintiff to give his opinion as to the relative cost be-

tween his patented fruit dryer and the old Alden fruit dryer. The
witness had already stated that he did not know what the Alden
dryer cost and he could only give an opinion.

If the cost of the Alden dryer was admissable at all it was a

fact that was capable of positive proof, and it was not proper to

allow a mere opinion to be given by a mechanic who had never

built one of them.

The next exception is one of much more importance. At tlie

close of the plaintiff's opening testimony and after he had rested his

case, the defendant asked for an instruction that the jury should

bring in a verdict for the defendant, which motion was denied.

Giving such an instruction is the method used in the U. S.

Courts for ending a case when the plaintiff's own testimony shows

that he is not entitled to a verdict even though every fact which he

has undertaken to prove should be true. It is equivalent to the

ordinary motion for a non-suit in the State Courts.

The testimony of Mr. Cassidy showed that his drier operated sub-

stantially the same as tlie old Alden drier wliich he had seen before

he made his alleged invention. That the difference between them
Avas in the mechanism by which their operations were carried on.

AVe claimed then and claim now that this testimony showed as a fact

that the change which the plaintiff had made was not anv change in

the operation of the Alden drier, but that at the most he had only

substituted equivalent mechanical devices for those which had al-

ready been doing the same work in the Alden drier.

We base this point upon the ground that the plaintiff's own evi-

dence proved that the patent was invalid ; and that as the patent

was invalid no action could be maintained upon it.

This ground applies to the second claim of the patent only. The
patent has two claims, but there was no proof of any infringement

of the first claim and it has been conceded all the way through the
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ease that the defendant had not used any thing covered by the first

claim and had not infringed the same. The whole struggle in the

case is and has been over the second claim.

Our assertion that the plaintiff's own evidence proved that the

patent is invalid as to the second claim is based upon one well

defined rule of patent law, and upon the undisputed testimony of

the plaintiff himself, corroborated, however, by other evidence.

The principal fact referred to is this, viz.:

Prior to the alleged invention of the plaintiff he had seen and
knew the construction of a well-known fruit drier that was already

in public use known as the " Alden Drier." That this Alden drier

operated upon the same mechanical principle as did the plaintiff's

drier, and contained devices for performing precisely the same
operations as did the plaintiff's drier. That all the plaintiff did

was to take the Alden drier and change it by taking out certain

chains and lugs that were used for receiving and carrying upwards
through the heated draft trays which carried the fruit that was
being dried and delivering the same at the top of the drier, and
substituting for such chains and lugs the stationary and movable
posts with the spring catches, the combination of all wliich is

covered by the second claim of the patent.

That the alleged invention therefore consisted solely in substitu-

ting for the chains and lugs of the Alden drier the mechanical
equivalents of such chains and lugs which Avere used for producing
precisely the same effects and results and none other that the chains

and lugs of the Alden drier produced.

The rule of law referred to is this, viz.:

The substitution of mechanical equivalents for the devices or

elements that are already in use in an existing combination of

devices, whether such substituted devices produce better results or

not, is but the exercise of mere mechanical skill, and is not patent-

able. This is a rule that has been declared and repeated and
reiterated in a large number of cases by the U. S. Supreme Court.

In Smith vs. Nichols, 21 Wall., on the first half of page 119 the

Supreme Court sa}- s

:

" But a mere carrying forward or new or more extended appli-
" cation of the original thought, a change only in form, proportions,
" or degree, the substltutio)i of equlvalotts, doing substantially the same
" thing in the same ivay by substantially the same means ivith better

" results, is not such invention as will sustain a patent. These rules
" apply alike, whether what preceded was covered by a patent or
'' rested only in public knowledge and use. In neither case can
" there be an invasion of such domain and an appropriation of any
" thing found there. In one case every thing belongs to the prior
'• patentee, in the other to the public at large."

This rule of law has been repeated and reiterated by the Supreme
Court time and time again as well as by many of the Circuit Courts.



Bobcrt^ vs. 7?vrr, 91 U. S, 159.

ncckendorfcr vs. Fabcr, 92 U. S., 304.

I\'n)L Railroad vs. Locomotive Tvuck Co. 110 U. S., 494.

riiillij^s vs. /)^/ro?7, 111 U. S., GOT.

Morris vs. McMillin, 112 U. S., 249.

Stephenson vs. Brooklyn Bailroad Co., 114 U. S., 154.

Z>j/?^6a7' vs. iI/?/e?^s, 94 U. S., 199.

Burt vs. Evory, 133 U. S., 358.

International Tooth Grown Co., vs. Gaylord, 140 U. 8., 62.

Butler vs. iSY^c^^e^, 137 U. S., 29.

Ill consulting the foregoing cited cases as many illustrations of

what facts the foregoing rule of law will apply to, will be found as

the Court will care to examine. The foundation principle of it all

is, that the knowledge belonging to existing mechanical skill

belongs to the public and every mechanic, as well as the public has
the right to use it, and no one mechanic, or any one else can deprive
other mechanics or other persons from using what belongs to them,
by obtaining patents for specific variations of mere mechanical skill

which variations includes nothing but what any skilled mechanic
knew how to make by applying to the subject his mechanical
knowledge only, and without any exercise of the inventive faculty.

xVny mechanic knows how to make mechanical implements in many
forms and when he intends to make any given implement in a new
form he knows before he makes it what it will do because its new
form is analagous to other| forms already known and the

change of form will produce only the change in result that the same
change of form has produced in other well know^n implements.
The same is true of combinations of devices. When a mechanic
sees a machine at work and sees the various devices of which it is

comprised, and sees what duty each device performs and how it

performs it, and also sees the ultimate result of all the devices work-
ing in combination, he at once knows that he can substitute many
other mechanical devices for those in the machine and produce the

same results and by the same mode of operation. If he wishes to

make a cheaper machine his knowledge of mechanics enables him
to do it without any invention. If he wishes to make a stronger

machine of the same kind he ma}^ substitute better materials or

even better devices for doing the same corresponding work that one
or more of the devices in the machine is doing and thus make a

stronger machine because he already knows how to do it by using
liis knowledge of mechanics only. If he wishes to make a faster

working machine his knowledge of mechanics enables him to do
that without any invention because he already knows how. Mak-
ing such changes by using only the existing knowledge and skill of

mechanics does not constitute invention. It is different, however,
if he makes an improvement that does involve invention, something
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that the existing knowledge and skill of moclianics cannot reach
withont climbing higher than the present plane of existing

mechanical skill and knowledge and discovering and using some-
thing, or creating something, that no one had bafore known how to

make.
That the substitution of well-known devices for the devices in an

existing machine and thereby obtaining the same result in kind,

still leaving the machine doing the same work that it did before

and doing it in the same way without any change in its ultimate
results and with no change in its internal operations other than
what would necessarily follow from the different operations of the
substituted devices, and which different operations it was known
would necessarily follow because of the different action of the sub-
stituted devices does not amount to invention, and a patent for so

doing is invalid, and no action can be maintained for the infringe-

ment of such a patent. As for instance, a mechanic knows the op-

eration of a lever and he knows the different actions of a wheel and
axle. If he sees a combination of devices in which a lever is used,

and in which a wheel and axle can be substituted, he knows at

once that he can make the substitution ; and he knows in advance
that the combination will do the same work and produce the sam?
result after the wheel and axle has been substituted that it did be-

fore, and he knows that the general operation of the machine will

be the same as it was before, and that its internal operations will be
changed somewhat because the operations of the wheel and axle

which he has substituted is different from the operations of the
lever for which it was substituted. Still he can make the change,
using only his knowledge and skill as a mechanic, and without in-

venting anything. It is a common mode of attempting to appro-
priate tlie invention of real inventors by making mere mechanical
changes in the forms of their machines and then claiming that they
are not the same.

Now in the case at bar, before the plaintiff made any invention,

he, the plaintiff, had seen the Alden drier ; he had seen the trays of

fruit put in at its bottom ; he had seen those trays rise as required
during the process of drying ; he had seen that as fast as the lower
one rose high enough to give the room that another one was put in

its place on the lugs that the chain carried ; he had seen that when
the drier was filled witli the trays of fruit that the tray of dry fruit

at the top was taken out and the column of trays raised by the

chains and lugs and another tray of green fruit put in at the bottom
and that the drier was tlius constantly kept full and the dried fruit

taken from the top of the drier and the fresh undried fruit placed

in the bottom. This mode of operation he did not change, hut

appropriated it bodily.

In appropriating the general plan and mode of operation of the

machine, the only change made by him so far as the second claim
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applies, was to substitute for tlie cliaiu and lugs of the Alden drier

the stiitionarv and movable posts and spring catches of his patent.

In lUmdall vs. B. ci' O. II II Co., 109 U. S., 482, the Supreme
Court says :

" It is the settled law of this Court, that when the evidence
'' given at the trial, with all inferences that the jury could justi-

" hably draw from it, is insufficieut to support a verdict for the
" j)laintitf, so that such a verdict, if returned, must be set aside, the
" C'ourt is not bound to submit tlie case to the jury, but may direct

"a verdict for the defendant. Pleasants y. Fant, 22 Wall., 116;
" Herbert v. Butler, 97 U. 8., 319 ; Boioditch v. Boston, 101 U. 8.,

" 16 ; Griggs v. Houston, 104 U. S., 553; Robinson on Patents, Sec.
" 1073."

Heald vs. Rice, 104 U. S., 737, was a patent case that was tried

by a jury. Many of the facts are stated in the opinion of the Su-

preme Court in deciding the case. On pages 737 and 738, the

Court states the fact, that

:

" A bill of exceptions sets out the exceptions of the defendant to

" the rulings of the Court below, and all the evidence. The Court
" was asked at the close of the plaintiff's testimony, and again when
" all the evidence on both sides had been introduced, to instruct the
" jury to return a verdict for the defendant ; the refusal to do,

" which, amongst other rulings, is assigned for error ; and thus the

" whole case on the merits is brought here for review, so far as they
" rest upon questions of law."

The case at bar is in the same condition as was the case of Heald vs.

Rice, and that, at the close of the plaintiff's opening testimony the

defendant asked for an instruction that the jury bring in a verdict

for the defendant, and the Court refused the request. There was no
subsequent testimony that made the plaintiff 's case any better foi*

him than it was when he closed his opening testimony.

In the Rice and Heald case, exceptions were argued under three

heads, and the second one of them was in effect that the testimony

showed that the invention was anticipated by a former patent to

one Morey. (See page 748 of the decision.) On page 753 of the

decision, the Supreme Court proceeds to show that the Morey patent

was, in fact, an anticipation of the Rice patent sued on. At the close

of its decision in that case, the Supreme Court says

:

" The Court below^, in its rulings upon objections to the intro-

" duction of the reissued patent of Rice, in its refusal to charge the

^^ jury as requested by the defendant, and in its charge as given, took

" views of the validity of the patent, on which the case of the plaintiff

" rested, which are opposed to those expressed in this opinion, and
" which necessarily resulted in the verdict and judgment against
" the defendant. For these errors the judgment must be reversed,

" with directions to grant a new trial ; and it is so ordered."

The case of Fond du Lac County vs. May, 137 U. S., 395, was a
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case that was tried by a jury and taken to the Supreme Court on a

writ of error. In that case, also, the defendant moved that a verdict

be directed for it, which motion was made upon the ground that the

patent was void for lack of novelty, and that the combinations de-

scribed in it were not operative combinations and were old and
well-known devices a])plied to similar uses. The motion was over-

ruled and the defendant excepted. In its decision, the Supreme
Court examined the facts of the case and decided that the patent was
void. Page 402 of the case shows that the instructions were asked

for and reiused. On page 403, the Supreme Court says

:

" We are of the opinion that the Court ouglit to Jiave directed a ver-

" diet for the defendant, on the ground tltat the patent was void; and
" that the judgment must be reversed."

The next case in the same volume is May vs. Juneau County.

It was another suit at law brought upon the same patent.

At the close of the testimony the defendant moved for an instruc-

tion to the jury to bring in a verdict for the defendant upon other

(/rounds than that the patent was void. The Court granted the mo-
tion and the plaintiff carried the case to the Supreme Court on a

writ of error. The Supreme Court affirmed the judgment and held

that the Court was right in giving the instruction because, as the

Supreme Court held, the patent was void. That although the instruc-

tion was not asked for upon that ground, still the defendant could

urge thai ground at any time and the motion was broad enough to

cover the invalidity of the patent although that ground was not

then distinctly urged. That " want of patentability is a defence
" though not set up in an answer or plea." Citing several of its

own decisions.

Our object in referring to these authorities is to prove that when
the testimony shows that the patent is invalid and the trial

Court is asked to charge the jury to find for the defendant that

it is error for such Court to refuse the instruction, and that the

appellate Court will reverse the judgment entered in the })lain-

tiff's favor in such a case and order a new trial.

We also claim that when the testimony is construed as

strongly as possible in the plaintiff's favor and every fact which
he undertakes to prove is taken to be true, if then the evidence

proves the patent to be invalid, that the applying of the facts

to the patent becomes a question of law, and if the lower Court
refuses to do so and declare the patent void, when tlie undisputed
facts so show it, that such refusal is an error for which the ap-

pellate Court will reverse the judgment and grant a new trial.

Believing that we have established this proposition by the au-

thorities we will return to the presentation of the evidence and
see whether or not the evidence in the case at bar does show the

patent invalid so as to bring the case within the decisions to which
we have referred.
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The plaintiff's })atontcHl drier is built and operates as follows :

It has four stationary posts, one at each corner of the machine.
It also has four movable posts, one of which is alongside of each
one of the stationary posts. All of the posts are in a vertical posi-

tion. A series of si)ring catches, one at some distance above the

other, is fixed to each one of the posts. The upper end of these

spring catches extend out from the posts so as to furnish a support
for the fruit trays that are used to carry the fruit that is being dried.

The catches are pivoted so that they will turn back along the

side of the post to which it is fixed and so allow an ascending fruit

tray to pass it. The catches are fixed to the four stationary posts

level with each other so that each set of four catches that are on
the four posts will be level wdtli each other and they will furnish

a support for each tray near each corner of the drier. The catches

are arranged the same way in the movable posts. Mechanism is em-
ployed to move the four movable posts simultaneously up and down
far enough to carry each fruit tray upwards from one set of

catches and deposit it on the next set of catches above, and then
return for another tray.

The operation of the drier is as follows : A tray of fruit is set

on the lower set of catches on the movable posts. The posts are

raised and the spring catches in the stationary posts will be pressed

back by the edges of the rising tray. When the rising tray that
is carried upward by the movable posts reaches a point level with
the upper ends of the set of catches in the stationary posts those

catches will spring forward so that their upper ends will come un-
derneath the tray and furnish a support for it to rest upon. The
movable posts will then return downwards and receive another
fruit tray. While the movable posts are returning downwards their

second set of catches above will fall back so as to pass the edges of

the tray that was first carried up, and will then spring forward so

as to furnish supports for the tray when the movable posts are

again raised. The movable posts will then be raised and the two
trays will then be carried upward far enough for each one to pass

one set of the catches in the stationary posts when the trays will

be supported by them as the movable posts are again moved down-
wards to receive another tray. This operation will be repeated

until all the catches on the stationary posts are filled with the

trays. The operation will be carried on slowly enough to allow
the fruit in the upper tray to become thoroughly dried when it

reaches the top of the drier where it will be removed from the drier.

As fast as the trays are removed from the top of the drier other

trays of fresh fruit are replaced in the bottom, and the drying
operation in continued as long as desired. This class of driers

have been denominated " stack " driers!

The plaintiff testified that he w^as a mechanic and had formerly

lived in Wayne county, New York. That he had been in mechanics
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since he was fourteen years old, working with his father. His father

was a mechanic and he worked with him a good many years. He
worked as a mechanic in New York, and at the Golden State and
M ners' Foundry in California, and also at the Vulcan. Record,

side page 21.

His age was sixty-nine. He came to California in 1852, and
had lived in Petaluma since 1858. He came from Wayne County,

N. Y. In that count}^ there was no fruit drying except by the sun.

Record side pages 15 and 16.

The plaintiff himself testifies tliat the Aldcn drier was the first

drier of the kind and that he saw it and it operated in carrying

tlie trays u]) and in drying the fruit the same as did his own drier.

Beginning at the middle of page seventeen of the Record his testi-

mony is as follows

:

" The first fruit drying machine where the trays of fruit were put
'' in at the bottom and carried gradually to the top, one above
'* another, tvas the Alden inachine. I saw that in 1874 or 1875,
'^ somewhere about that time.

" Q,. What is the difference in operation between that machine
" and yours ?

" A. I think I can explain this thing with this model, plaintiff's

" Exhibit No. 2. I suppose you all know what an endless chain is.

" It is formed by links, and these flat links are fetched together and
" run over pulleys or sprocket wheels as this endless chain comes
" up. They are far enough apart to keep the trays separate. There
" v/ould be an arm to each one of those links. As it comes up on
'' the sprocket wheel they would be four square or six square or
'" eight square, wide enough to accommodate the link. The sprocket
" wheel is where the endless chain runs over at the top and one
" corresponding at the bottom. As these links come up there is a

'• projection on the link that comes through, perhaps a couple of

" inches, to receive the tray as you insert it. As you put that in

" with mechanism, those chains all move togetlier. There is a
" chain on each one, so that when you apply the mechanism, each
" chain moves in unison. As the next link comes around, you put
" in another tray and continue until it is full.

" A Juror. Q. These arms of the chain would project out?
" A. Yes sir, and that would hold the tray until it got to the

" top, and the tray then would be removed before it struck the
" sprocket wheel. When it struck the sprocket wheel one portion
" of the chain would be going down outside while another portion
" would be coming up inside. Tliat is the way the Alden machine
'' is operated.

" Mr. Wheaton. Q. So far as drying the fruit is concerned,
" and the movement of the tray is upwards, what is the difference

" between the Alden machine and your machine ?

" A. It would be the same. I will not say the movement of dry-
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" iiiiT would be the same. The movement is different.

" Q. 1 speak of tlie movement of the tray alone. Would they not
" move up the same in one case as in another (the other) provided the

" machine was worked at the same rate of speed and same intervals of
" timef

"A. Yes, sir.

" Q. The trays would be carried \i\) j}i,'^t the same in one machine
" as they could in another (would in the ot'ier)?

" A. Yes, sir.

" Q. In neither case are the tra3^s constantly moved up, but are
" carried up step by step, and allowed to remain there until the
" fruit is dried awhile, and the bottom one taken out, refilled, and
" put in at the bottom and carried up another step until the next
" one is sufficiently dried to remove ?

" A. Yes, sir. Between the times of movement of the machine
" to carry a tray up one step from fifteen minutes to half an hour
" intervene, owing to the variety of fruit and the amount of heat.

" Q. Are the furnaces in the Alden machine capable of being
'' arranged as in your machine ?

" A. I don't know ; the furnace certainly is at the bottom, but
" what kind of a furnace they use I don't know.

" Q. What other drying machine of this stack, or capillary kind,
" is there that you know of?

" A. That is the only one I ever saw outside of mine, at that
" time. I have since seen them with those gravitating catches, but
" not before. The Alden machine is the only machine that I saw
" outside of mine.

" Q. Would you not understand that your invention was to sub-
" stitute tfiis kind of movable posts and these catches for the endless
'' chain of Alden for the purpose of carrying u]) those fruit trays ?

" A. I did not so intend it. I intended to carry up my fruit

" trays by those springs, without any regard to what Alden or any
" one else did.

" Q. Did you make any other change at that time that you can
" think of in fruit trays, so far as the second claim of your patent is

'' concerned, other than to substitute this kind of catches and posts

" for the endless chain with the arms on, which are used in the
'^ Alden drier?

" A. I have no recollection of ever having made any change
'' from what you see here.

" Q. What change did your invention make in fruit driers ?

" A. It had a tendency of rather revolutionizing the fruit drying
" business, for immediately after I got my patent most every one
" was using these devices East. They were using my catches and
" sliding posts. The Alden had the name of being a luell-known and,

" celebrated fruit drier. My drier would dry the same as the Alden. I
" donH suppose it would dry any different kind of fruit. I dont think
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" It would dry it in any different manner^
On pages 23, 24, 25 and 26, his testimony is even still stronger

than that just quoted, in showing that his posts and spring catches

are but the mechanical equivalents of the Alden chains and lugs.

Tliey hotli did the same kind of ivork ; they both did it the same way—
that is, by receiving the loaded trays in the bottom of the driers, one

at a time, and carrying them to the top at any speed desired and
with any stoppages which the operator chose to make

—

one luould

do everything thcit the other ivould do, and 'neither luould do anything

tJiat the other would not do. On page 24, the plaintiff's testimony is

strong in showing that his posts and catches fill every one of the

legal requirements that made them the mechanical equivalents of

tlie chains and lugs of the Alden drier.

Near the bottom of page 20 of the Record, Mr. Cassidy testifies

that he saw five of the Alden machines in operation in San Lorenzo
in 1874. A man named Pile had charge of the Alden drier in

California, and he went East in 1875.

The plaintifi''s patent was applied for March 8th, 1875. (See

heading of the patent. Record, page 9.)

On pages 82 and 83 of the Record, Mr. Cassidy puts in a crude

drawing and says that he made it and got up that idea about tlie

latter part of March or first of April, 1874.

Other patents of stack driers of much older date were put in evi-

dence by the defendant, but there was nothing put in evidence that

tended to contradict, or in any way relieve the legal effect of the

plaintiff's testimony, which was, that the Alden ivas the first drier,

and that the plaintiff had seen it before he made his invention, that

it " was a luell-knoivn and celebrated, drier" and that it operated the

same as did the plaintifi^'s dryer in receiving the fruit trays, in

carrying them upwards, and in drying the fruit upon tliem.

We submit to the Court whether the facts of this case does not

exldbit an effort on the part of the plaintiff to appropriate bodily the

principle and mode of operation of the Alden drier and claim it as

his own, and that the substitution of the posts and catches

for the chains and lugs of the Alden drier, and the obtaining of his

patent, therefor were not the means by which he has attempted to

make such appropriation. In the Record from page 11 to page 1(),

he has described the operations of the devices in his driers just as

though those operations were original with him instead of being
taken from the Alden machine, and when in addition to this, we
look at his answer on page 18, given in answer to the question as

to whether his invention was not the substitution of the posts and
catches for the endless chain of the Alden drier, he says: " I did not
" so intend it. I intended to carry up my fruit trays by those
'' springs, witliout any regard to what Alden or anyone else did." Is it

not plain that his effort is to appropriate to his exclusive use and
as his exclusive property the prior inventions of others which he
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fouiid in iis(' and wliicli wore no part of liis discoverv. While he
lived in Wayne County, ahhougli lie was a mechanic, he did not

think of making- fruit (h'iers. After lie found the Alden driers at

work in California, he substituted the posts and catches for the Al-

den chains and hig-s " without any regard to what Alden or any
one else did," and then sent his agent back to that same Wayne
County, and put his drier which was substantially the same thing as

the " well-known and celebrated " Alden drier, and charged one
hundred dollars royalty for what he hiidthwH found and ajjpropinated

in California, " without any regard to what Alden or any one else

did."

Applying to these undisputed facts the rule of law which we have
shown to be established by so many decisions of the Su})reme Court
to the effect that the mere substitution of mechanical equivalents

for devices already used in an existing machine is not invention,

and that a patent granted for the same is totally invalid
;
and

applying also the other rule that when all the facts in the case

proved that the plaintiff's patent was invalid that it w^as the duty
ol the Court to instruct the jury to find a verdict for the defendant,

and we cannot see why our second exception is not fatal to the

plaintiff's case.

We think that we have shown to a mathematical certainty that,

taking all of the testimony that is in the case in the plaintiff's

favor as true, the fact is established that the patent was totally in-

valid and that there was no question except to apply the facts to

the plaintiff's patent and decide that, as a question of law, those

facts made the patent invalid
; and that under such circumstances

it ^vas the duty of the Court to direct the verdict as asked for by
the defendant. While we do not intend to waive an}^ of the excep-

tions between the second and tenth we will not stop to make an
argument upon them. We consider that the instructions present

substantially the same questions, and will pass to the instructions.

In discussing the foregoing second exception we had to assume
that every fact was as the plaintiff claimed it to be so as to leave

nothing for the jury to pass upon. In discussing the charges that

were given or refused no such assumption exists. The giving or

refusing of instructions is based upon the idea that the jury are to

decide upon the testimony and find what the facts are and that the

charges guide them in applying the law to the facts as the}^ shall

find them to be and, from such application, to reach a correct ulti-

mate conclusion.

The defendant introduced in evidence a patent to M. P. Smith
that was granted in 1870 for a stack drier that received the fruit

trays at the bottom and carried them to the top, and, as we claimed,

operated on the same principle as the plaintiff's stack drier. At
the four corners of the Smith drier there were four vertical screws

which did the lifting of the trays. These screws had very wdde
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threads cut in them and the ends or edges of the fruit trays reached

into these threads and the trays were carried upwards as the screws

were revolved. AVhen the drier was filled with trays, the top tray

would be removed and a fresh tray put in at the bottom and the

work carried on in that way.

Defendant claimed tliat the posts and catches of the plaintiff's

drier were but mechanical equivalents of the four corner screws of

the Smith drier.

This Smith patent is shown and explained in the Record from

page 51 forward. Its draAvings are between pages 50 and 51.

The defendant also })ut in evidence a patent granted to Foote

and Smith on the 26th day of March, 1872. This patent described

a drier that was like the Smith patent for receiving and carrying

the fruit trays, but its furnace and draft arrangements w^ere such

tliat the heated air passed downwards through the drier instead of

passing upwards as in most other stack driers. Record pages 76 to

80.

Defendant also put in evidence a patent granted to Alfred

Edwards on the 7th day of January, 1873. This was also a stack

drier. It had four endless belts, one at each corner. Arrangements
shown as projections in the drawings were attached to the belts for

receiving the trays, which w^ere called plates in the patent. These

were projections reaching out from the belts at intervals similar to

the lugs of the chains in the Alden drier. In this Edwards patent

the plates carrying the fruit were placed in at the top of the drier

and carried downwards against the draft of heated air.

It will be noticed that every one of the last three patents were

for stack fruit driers. In two of them the fruit trays were received

at the bottom, one at a time, and were carried upwards and mor(^

trays put in at the bottom until the stack was filled. In these two

each tray was j)ut in at the bottom and taken out at the top. lii

these two the trays were carried upwards the same as they are

carried upwards by the plaintiff's drier, and were so carried up by
devices of which, defendant claimed, the plaintiff's posts and catches

were equivalents only. In one of them the draft was upwards the

same as in the plaintiff's, w^hile in the other one the draft was

downwards. In the third patent were the four belts, which evidently

could be run either up or down, but were described as running

dowuAvards. This was also a stack drier but it carried the fruit trays

downward against the draft of heated air.

It will be noticed that each one of these three driers were several

years older than even the crude sketch that was made by the

plaintiff in 1874, and that in these three driers were found the gene-

ral combinations of the plaintiff's drier made up of devices of which
the plaintiff 's posts and catches were only mechanical equivalents.

Also, that every principle and mode of operation was incorporated

in these driers and in their action that can be found in the plaint-
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itfs dviov, ((ikI cnisiderable inorc. In addition to the mode of oper-

ation shown in (he plaintiff's drier, there was found in one or other

of the said three driers a douy)iward draft of hot air, and in another a

downward inoronod tf the fruit ^)w/.s^againsttlie rising draft of lieated

air.

Even witliout counting the Alden drier there was nothing left

for the ])laintitf /o i/ur/?^ when he commenced in 1874. All that

he could do was to appropriate what then hjlonged to prior invent-

ors or to the puhlic. No mode of action is found in his machine
that was not in operation long before in some one of the last three

patents mentioned. Nothing new is shown in the plaintiff's patent

except the substitution, of mechanical equivalents for doing the same
work that other mechanical devices had long before been
doing in earlier machines. At least, thi, is what the defendant

claimed the proof established, and it had good reason to so claim.

Besides the three patents last mentioned, the defendant put in evi-

dence a patent that was granted to J. 0. Button for a stack fruit

drier. This patent Avas applied for July 20tli, 1874, and was
granted September 22nd, 1874.

This Button patent was issued between five and six months be-

fore the plaintiff's patent was applied for. The Button patent was
applied for more than seven months before the plaintiff's patent

was applied for. C/onsiderable testimony was taken showing that

the Button machine was made to operate the same as the plaintiff's

except when one tray was lifted up from the bottom and deposited

upon the catches above and the next tray was put in under it and
lifted up to the same catches that the upper tray from that time

forward rested upon the lower tray and was carried up by it. When
the stack was full in the Button drier, the trays rested one on top

of the other except at the bottom wdiere next to the lowest tray

rested upon a system of catches which were spring catches like

the plaintiff's. The trays were moved upward by a lever arrange-

ment that lifted the bottom tray and placed it on the catches above

so as to make room for thenext tray, the operation so far being the

same as in the plaintiff's drier. (See evidence on pages 70, 71, 72

88, 89, 90, 95, 96, 97, and description in Button patent on page 64.

Even the plaintiff's own expert testifies that the lower part of

the lower catches of the Button patent were substantially the same
as the spring catches of the plaintiffs patent. Upon this fact w^e do

not understand that there was any dispute or any conflict in the

testimony. This left the plaintiff anticipated even as to the catches

themselves ;
and although there were not so many of them, as are

shown in the drawings of plaintiff's patent. We claimed, however,

that as there were enough of them to raise the low^er trays of fruit

one step high, that all the plaintiff did over wdiat Button did

Avas to put in more sets of the catches for the purpose of making
them repeat the same kind of operation; and that this was not and
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could not be a patentable invention. If this was so it left the plain-

tiff Avith nothing new even in his substitution of mechanical equiv-
alents.

The foregoing questions w^ere questions that we claimed should
have been left to the jury to decide and that they should
have had proper instructions, so that when they had concluded as

to the dis})uted facts that they could correctly apply the law to

those facts and reach a correct conclusion in their general verdict.

We here call the attention of the Court to the second claim of the
plaintiff's patent and ask it to say whether more than one set of

stationary catches and one set of movable catches are called for by
the claim. Of course Ave admit that these eight catches are neces-

sary for receiving the tray and carrying it up one step and leaving
it de])osited in its position one step upAvards. These eight catches
are all that are used in this one operation, and they are all that the
terms of the claim require. Noav suppose the patent to be valid and
the drier to have been the first of its kind, would not the claim be
infringed by a drier that contained the stationary posts, the movable
posts, Avith four catches on the stationary posts and four on the mov-
able posts? The tray Avould be received on the catches on the
movable posts and carried up above the catches on the stationary
posts and left there as the movable posts returned doAvn to receive
anotlier tray. If one full double set of these catches does not fill the
calls of the claim how many set would it require? Would a person
have to use tAventy sets, or ten sets, or ^ye sets before he would
infringe? Since no number is stated in the claim other than one
double set of eight catches, and as that number performs one of the
entire operations that is performed by the catches, no matter how
many are used, we believe that the claim of the patent is filled by
that number of catches, and that if the patent is valid that any per-

son using that number of catches Avith the several posts called foi-

Avould infringe the patent. If this is so then the Button patent was
a full anticipation of the plaintift's patent.

The defendant also introduced in evidence the file wrapper con-
tents of the Patent Office, showing the Record of the proceedings
had in, and upon, the plaintift's application for his patent. This
is in the Record from page 31 to the top of page 41.

As plaintiff first asked for his patent he, in his second claim
asked for the combi-nation "with the spring or other catches," etc.

The Patent Office rejected the claim and referred to the Button
patent as anticipation of it. These things appear on page 34 of the
Record.

The plaintiff then amended his application and changed the sec-

ond claim by leaving out the words, "or other catches," and asking
for the spring catches alone.

Now this is one of the cases Avhere the field was covered before the
plaintift' got into it. There Avas very little left, if anything, for him to
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invont. Evorv tliino- in ]iis second claim was already in use. even
his springs. lie accepted his patent with the words, "or other
catches," er^ised, not hecause he did not want them but because the
Patent Ofhce said they did not belong to him, and the Patent Office

refused to allow them to him. The Supreme Court has decided in

very many cases that in such instances the patentee cannot accept
his patent with things striken out of what was in his application
and then afterwards come into Court and claim the things thus
striken out of his application and have them allowed to him by the
Court, either upon the ground that they are mechanical equivalents
of what was allowed to him or on any other grounds.

in Shepard vs. Carrigan, 116 U. S., beginning on page 597 the
Supreme Court says

:

" This fact, and the file wrapper and contents of which we have
'^ stated the substance, make it clear that the claim and specification
" of the McDonald patent must be construed to include, as their
" language requires a fluted or plaited band or border as one of the
" essential elements of the invention. Without this element the patent
" iDOuld not have been issued. The Patent Office decided that without
" it the invention had been anticipated. Where an applicant for a
" patent to cover a ncAv combination is compelled by the rejection of
" his application by the Patent Office to narrow his claim by the in-
" troduction of a new element, he cannot after the issue of the patent
" broaden his claim by dropping the element which he was com-
" pelled to include in order to secure his patent." Citing a list of

authorities.

So in Sargeant vs. Hall Safe and Lock Co., 114 U. S., on page 86,
the Supreme Court says

:

'' In patents for combinations of mechanism, limitations and pro-
" visos, imposed by the inventor, especially such as were introduced
" into an application after it had been persistently rejected, must be
" strictly construed against the inventor and in favor of the public,
" and looked upon in the nature of disclaimers."

See also

Legget vs. Averij, 101 U. S., pages 258, 259 and 260.

Mahn vs. Harwood, 112 U. S., page 359.

Cartridge Co. vs. Cartridge Co., 112 U. S., page 644.

James vs. Campbell, 104 U. S., page 378.

Goodyear Dental Vulcanite Co. vs. Davis, 102 U. S., page 228.

Sutter vs. Robinson, 119 U. S., page 541.

Burns vs. Meyer, 100 U. S., latter part of page 672.

Ch^awford YS. Heysinger, 123 U.S., pages 606 and 607.

Our position is that under these authorities the plaintiff cannot
claim as elements of his combination any catches except spring

catches. Under the rejections of his application for a patent by the

Patent Office he struck out the words, "or other catches,^' and by so
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doing obtained his patent. He cannot now come into Court and
claim what he thus struck out of his claim.

Of course we do not pretend but that the gravity catches are the

equivalents of spring catches. The real points are two ;
one is that

the plaintiff cannot cover equivalents of the elements of his combi-

nation for the reason that all that he did himself was to substitute

his particular devices for other devices which he already found in

the same kind of combination. The same combination with other

equivalent elements already existed and he did not Uvvent it. His

claim therefore must be limited to his particular devices because

tliat is the extent of the change he made. The original inventor of the

combination could invoke the doctrine of mechanical equivalents,

but a mere improver who only changes the devices is not an origi-

nal inventor of the combination and he cannot claim equiva-

lents of the elements. Those equivalents belonged to the first in-

ventor and not to the improver.

This whole subjected is treated at great length in Morley Ma-
chine Co. vs. Lancaster, 129 U. S., from page 272 to 283, where

the authorities are presented in the opinion of the Supreme
Court.

McCormack vs. Talcott, 20 How., page 405.

Railway Co. vs. Sayles, 97 U. S., page 556.

Grier vs. Wilt, 120 U. S., was a decision on a fruit drying pat-

ent, and is interesting as showing how a narrow patent is to be

construed.

Our other real point referred to is that as the defendant only

substituted one class of devices for another class in a known com-
bination of devices, such substitution could not constitute a pat-

entable invention, and the plaintiff's patent is void on that ac-

count. That it cannot be sustained even by giving it a very nar-

row construction and limiting it to spring catches as contradis-

tinguished from other catches. This point is covered by the

authorities already cited, which hold that the mere substitution of

mechanical equivalents does not amount to a patentable invention,

even though better results are obtained by such substitution.

There is one feature of this case that is reached by the decision

of the Supreme Court in B.ailroad Co. vs. Mellon, 104 U. S., 112.

In both cases the applicant filed his specifications wdth a cer-

tain claim that would suit the description as contained in the spe-

cifications filed. In both cases the Patent Office refused the claim

and after the claim was changed so as not to fit the description, the

patent issued leaving in the specifications the original description.

In both cases, the patentee claimed according to the original descrip-

tion, which the claim no longer fitted except by " construction."

In the case referred to, 104 U. S., on page 118, the Supreme Court

says :
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" 111 this case the description of tlie appellee's invention is much
" broader tlian his clahn. It seems quite clear from the present
" form of his specification, and from the fact that his application
'' for a patent was twice rejected, that he was compelled by the
'' Patent Office to narrow his claim to its present limits before the
" Commissioner would grant him a patent. In doing this, he
" 'neglected to amend tJie descriptive part of tlie specification. He cannot
" go beyond what he has claimed and insist that his patent covers
" something not claimed, merely because it is to be found in the
" descriptive part of the specification."

The change made in the claim in the case cited was only chang-

ing the claim so as to claim a flange with a rounded corner, and he
thereby was held to have excluded a flange with an aiigular corner,

although one seems practically to have been the same thing as the

other.

We believe that the instructions given at the request of the

[)laintifi', which are shown under our 38th and 39th assignments of

error, are directly o})posed to the law as laid down in the authorities

which we have cited to the efi'ect that the patentee is hound hg his

claims, and that if he strikes out part of what he originally claimed

after his application is filed and accepts his patent luith those portions

out that he cannot afterwards go into court and assert that he may
still claim the very things thus stricken out by him while in the patent

office. Especially is the instruction given that is shown under our

39th assignment of error directly against the case just cited of

Railroad Co. vs. Mellon. Indeed, if the Supreme Court was itself

intending to overrule this decision it could hardly have chosen

stronger language in which to do it thon is contained in the in-

struction shown in said 39th assignment of error.

The last case cited, holds, as do many others that the scope of

patents must be limited to the invention covered by the claim.

That though the claim may be illustrated, it can never be enlarged

by the language of the specification. (See page 118 of the decision
;

also, McLain vs. Ortmayer, 141 U. S.; last two lines on page 423, and
pages 424 and 425, and cases there cited.)

The instructions asked for by the defendant and covered by the

tenth, eleventh, twelfth, thirteenth, fourteenth and fifteenth assign-

ments of errors, were in accordance with the rules of law which the

foregoing authorities sustain, and the refusal of the Court to give

each of them, we respectfully submit w^as error.

We cite to sustain the instruction asked for and shown in the

tenth assignment of error the following additional authorities

:

Rowell vs. Lindsay, 113 U. S., latter part pages 101 and 102.

Corn Planter Patent, 23 Wall., page 224.

The instructions asked for shown in our sixteenth and seventeenth

assignments of error involve the same questions of law that were
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involved in our motion for an instruction to tlie jury to find for

the defendant and the same authorities which we' cited upon that

23oint apply to these. We think that it was error in refusing each

of the last two instructions shown in said assignments of error,

sixteen and seventeen.

The instructions as asked for by defendant and shown under
assignments of error numbers eighteen to twenty-five inclusive,

refer to the Button drier as an anticipation. The Button drier was

a very successiul drier. The Button driers were made and sold by
the witness Wightman, and there were more of them used in

Sonoma County than of all other driers put together according to

what the testimony shows. The testimony of Mr. Wightman

—

Record pages 47 to 51—describes the Button drier and its operation,

and it seems to be the same as the plaintiff's, except that its catches

do not extend to the top, but only operate with the lower tra3^s.

The description of the Button patent on the first half of page 44 of

the Record could almost be substituted for the plaintiff's drier, and
the first claim of the Button patent, on the same page 44 of the

Record, would almost apply as the second claim of the plaintiff's

patent. Even the plaintiff's expert, L. W. Seely, says that if the

claim of the plaintiff's patent should be held to apply only to the

lower set of catches in his patent that then he should think there

was exactly the same combination in the Button as in the Cassidy

patent. Record near bottom of page 97. Much of Mr. Seely 's

testimony shows the bearing of the Button patent on the case.

We claim that the second claim of the plaintiff's patent includes

only the lower set of catches; that a use of the lower set of catches

with the other elements of the combination would infringe the

patent whether any more of the catches were used or not ; and this

for two reasons. First because that is in accordance with the

language of the claim. Second when the lower set of catches are

used with the other elements of the combination, there is a complete

combination used that performs one complete operation in receiving

and lifting the tray to the set of catches above, and that no other

operations are performed by the combinations except to keep repeat-

ing this one step. That the additional catches are only a multipli-

cation of catches for repeating this one operation, and that such

multiplication of catches makes an aggregation and cannot consti-

tute any part of a patentable combination.

An aggregation is not patentable. If more parts are included

than operate together in creating a joint action between them, then

the whole combination becomes an aggregation and not a patent-

able combination.

Robinson on Patents, Sections 155 and cases thereunder.

Pickering vs. McCullough, 104 U. S., pages 317 and 318.

If we are right in this contention the Court should have given
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the instructions askcMl for by us wliich are shown in the 21st, 22nd,
2onl, 24th and '2~){]\ assii>innent of errors.

In the instruction that was given sliown in our 35t]i assignment
of error tlie Court gave a correct definition of wliat constituted a

mechanical e(iuivalent. In that instruction as well as in the further

instructions shown in assignments of error numbers 36, 37, 38, 39
and 40, the Court instructs the jury in effect that if the defendant
uses all the elements of the plaintiit's combination except that he
substituted mechanical equivalents for the spring catches that it in-

fringed the patent. To this line of instructions in a case of this

kind we object upon the ground that this is one of the cases in

which the law of mechanical equivalents does not apply. All that

plaintiff did himself was to substitute equivalent devices in combi-
nations of devices which he found in the Alden drier and which ex-

isted in several other patents long before the plaintiff entered the

field of invention at all. His drier did not develop any new mode
of operation at all. Upon this proposition of fact there is no con-

flict, the evidence being that of the plaintiff himself, corroborated by
others. We believe the rule of law upon this subject of mechanical
equivalents, when boiled down to an essence, to be just this, viz.

:

So far as an inventor developes any new mode of operation by his in-

vention the doctrine of mechanical equivalents applies, and any
subsequent constructor who uses mechanical equivalents or substi-

tutes (which are the same things), for the particular devices which
the original inventor has used in applying his invention to prac-

tical use is an infringer
; but that in so far as a second patentee has

onl}^ reproduced an old effect or reproduced the same operation

which he already found and appropriated by the substitution of me-
chanical equivalents or substitutes, he is not entitled to invoke the

doctrine at all. Usually a mechanical invention developes some
new mode of operation to a greater or less extent. If it does not the

invention is limited in its work to the repetition of what had been
already done.

If there is nothing new accomplished in mechanical operation it

is because the same thing has been done before. Now, if a me-
chanic comes along and sees a certain combination of devices doing
a particular part of the work in a machine and conceives the idea

that he can take out one of the devices in that combination and put
another in its place that will do the same work, and he acts on this

conception and changes the devices, what has he done except to take

out one device and put in another to do the same work ? Suppose
the owner of the first machine had a patent upon the particular

combination that the second man found there. Of course the second

man had not invented that combination and had not discovered the

action that would be obtained from it or that it would do the desired

work. Such first inventor had developed and discovered all of these

things. The second one—whom we will call an "improver," as that
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is what they generally call themselves, and there are many of them
—did not discover or produce any new effect that could not he pro-

duced hy that comhination. He only thought after he saw what it

would do tliat one of the devices which he found there could he

taken out and another put in its place and that the comhination

would still do the same work that it did before. By what rule, of

right, or reason, could such improver claim that he had acquired a

right to all other mechanical equivalents of the original device which

he had removed. He only substituted one mechanical equivalent for

the device removed. TJm was f Jte extent of his invention. Why then

should he be given the right to say that no one else should not re-

move from that original combination the same device which he had
removed and substitute for it some other equivalent of it which he

had not thought of, or if he had thought of it he did not patent it.

The authorities are that he has no such right, that as he is but an

improver he cannot suppress other improvers.

Look at the same question in another light. The inventor of the

original combination had an undoubted right to all mechanical

e(}uivalents which might be substituted to do the same thing as did

the devices used by him in that combination. Now, there can only

be one valid patent for one invention. What would be a mechani-

cal equivalent of the device used by the inventor of the combi-

nation would also be a mechanical equivalent of the device which the

improver had substituted, because those two devices were mechani-

cal equivalents of each other. As there could be but one patent

that would cover the same invention, and as the inventor of the

original combination would, by his patent, cover all mechanical

equivalents of the several devices used by him whenever organized

into that combination, the improver could not by his patent

also cover them. One patent must stop where the other begins

and the sacond patent cinnot begin until the place is reached where
the first one stops.

Possibly this illustration may show the reason for the rule which
the Supreme Court has so many times repeated that the party, wdio

merely substitutes equivalents for what he sees in use, cannot sus-

tain his patent for the reason that it does not cover any patentable

invention. At any rate we think we have shown both by authority

and reason that in this case the plaintiff's patent could not cover

mechanical e([uivalents. At least it should have been left to the

jury in some form to say whether there was any new mode of oper-

ation developed by the plaintiff's patent and they should have been
instructed that if there was not in that case the patent would not

cover mechanical equivalents. As the instructions stand the jury

were not allowed to say anything as to whether the invention was
or was not of a primary character, but were in effect instructed to

give the patent the same force as though it was for a primary pio-

neer invention.
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UjX)u tlio (juestioii of dania<;<^s tli(3 (Icfeiidaut complains of errors

shown under nine of the assignments of errors, viz.: from assign-

ment of error number twenty-six to number thirty-four, botli inclu-

sive.

There are various metliods of proving damages in a patent suit.

These are pr^\sented in Walker on Patents, from Section 555 to

Section 571. Also, in Robinson on Patents, from Section 1049 to,

and including, Section 1071.

In this case, the plaintiff attempted to establisli damages by prov-

ing that he had an established license fee for his invention, and that

he was entitled to recover such license fee as his damages in this

case. The defendant denies that there was any evidence of any
established license fee for the part of the invention that was cov-

ered by the second claim of the patent.

Tlie law is, that, if the plaintiff' can show that he has an estab-

lished license fee for the use of his invention, such license fee may
be the measure of damages in a suit at law. The defendant com-
plains of the instructions that were given upon this branch of the

case, and also to the refusal to give others that it asked for.

The plaintiff proved that he had given two agents the right to

make and sell his driers in the Eastern States for one hundred dol-

lars for each drier. That he divided the one hundred dollars with

the agents, so that he received fifty dollars on each one of the dri-

ers. He could not tell how many driers were sold. It was a great

many years ago. But he had received from one of the agents two
or three hundred dollars and " may be a little more." Another
agent undertook to sell the driers in Oregon on the same terms, but
without any results to the plaintiff. (Se3 Record, pages 16 and 17.)

The last royalty received by the plaintiff was in 1885, six years

before the trial. (Record, page 30.)

As far back as 1880, the plaintiff had advertised his drier and
made great efforts to introduce it into general use in Sonoma
County, which was the county in wdiich he lived. After all his ad-

vertising and efforts, there were only four of his driers built in all

those years in Sonoma County, and three of those the plaintiff him-
self owned in whole or in part. Only one was made and used ex-

clusively by any third party. (Record, pages 98 and 99.)

On page 99, the plaintiff testifies that the royalties he received in

the East were for " fruit trays." If this was so, they were not royalties

under his patent at all, since no claim of his patent covers fruit trays.

We will present the argument however in the most favorable light in

which the other portions of the plaintiff 's testimony places it for

himself, and consider the facts as though the royalties were paid,

for the driers that were made under his patent.

Under the law where a patentee owns several patents on one ma-
chine and grants licenses to make and sell machines that are cov-

ered by all of his patents, and an infringer afterwards makes and
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sells machines which infringe a part of those patents but not the

whole of them, the patentee cannot claim as the measure of his

damages for infringement of a part of his patents the royalty which
he received for the use of all of his patents.

The same is also the rule in cases in which the patent in suit

has several claims and the patentee has an established royalty

for the use of the entire patent and an infringer does not in-

fringe the whole of the claims but only a portion of them. In
such cases the plaintiff cannot apply as the measure of damages
for the infringement of a portion of the claims of his patent the
royalty wliicli he receives for the use of all his patent.

Before a royalty can be accepted as a measure of damages for

an infringement it must appear that it was an established royalty . An
occasional sale is not enough. It is not enough that the patentee
has offered to sell rights at a fixed rate, but it must also appear
that others had purchased at that rate ityitil tlie rate had become
uniform and the sales had been frequent enough so that the price

could fairly be said to have been agreed upon, between the pa-
tentee and the public as the value of the invention.

Again when a royalty has been paid for the use of the invention
for a great length of time it w411 not be the measure of damages for

an infringement which lasted for only a portion of the time.

Robinson on Patents, Sec. 1057 and cases there cited.

Rude vs. Westcott, 130 U. S., 152.

Walker on Patents, Sec. 557 and citations there made.
Colgate vs. Western Electric Co., 28 Fed. Rep., 147.

Vulcanite Paving Co. vs. American Art. S. P. Co., 36 Fed.
Rep., 378.

Adaws vs. Bellaire Stamping Co., 28 Fed. Rep., 360.

Walker on Patents, Sec. 563, and citations there made,
Black vs. Mmison, 2 B. and A., page 626.

Proctor vs. Brill, 4 Fed. Rep., 415.

Wooster vs. Simonson, 16 Fed. Rep., 680.

Moffitt vs. Cavanangh, 27 Fed. Rep., 511.

The last instruction given, shown in our 41st assignment of error,

was to the effect that if the jury found from the evidence that the
plaintiff had established a fixed uniform royalty for the use of his
invention by others and had collected the same from others in sev-

eral instances that then such royalty was the proper measure of dam-
ages.

We claim that this instruction was faulty. It left it for the
plaintiff himself to fix the royalty and laid down the law to be, that,

if he had collected the same in several instances from other persons
that that was enough. This is not in accordance with the law as
laid down by the authorities before cited. According to the in-

struction it would make no difference that the established royalty
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had h-'i'ii alKindoiuMl. It would make ui) difference tliat it liad

oidv hern paid in a few instances. It would make no difference

that it had never heen estahlished in (California, but had only been

eoUeeted in the East, wliieh was another country three thousand

miles away from where the defendant had used the invention. It

would make no dillerence that the royalty paid in the East so many
years before gave the right to use the invention for more tJian eigJit

years while the defendant could not use it, from the time it com-
menced until the patent would expire, more than about three years

and that it had not used it two years when the suit was tried; and
it would make no difference that the royalty had not been "paid by
such a number of persons as to indicate a general acquiescence in

its reasonableness by those who have occasion to use the inven-

tion." liniJ^' vs. Wescott, 130 U. S., page 1()5
; and worse than all;

it made no difference that the royalty had been fixed for the entire

patent while the defendant confessedly had only used one part of it.

The jury brought in a verdict for thirteen hundred and fifty dol-

lars, and judgment was entered accordingly. Record, page 7.

There was no proof of any injury to the defendants' business on
account of the driers built and used by the defendants, nor was there

any proof of any profits or savings made by the defendants. So
that it must have been the instructions given on the subject of

royalties that the jury based its verdict upon.

It is true that the plaintiff testified that the selling price of

the driers that he had made or caused to be made was two hundred
and fifty dollars, and that the cost of them was one hundred and
twenty-five dollars. Record, page 13. But there w^as no evidence

that if the defendant had not built the driers that it would have
purchased them of plaintiff. Neither was there any evidence that

the particular portion of the driers that the defendant used was the

special feature that controlled the market for the drier, nor w^as there

any evidence that the drier controlled the market for fruit driers.

On the contrary the evidence was quite the other way. The jury

had no right to base their verdict upon this part of the evidence,

and evidently did not do so. Both parties, as w^ell as the Court,

evidently considered that no damages could be recovered except un-

der the theory of an established license fee. No instructions were
asked by either party or given by the Court that were based upon
an}" other theory or rule of damages than that of an established

royalty.

Neither will a royalty paid in one part of the country be a meas-
ure of damages for an infringement committed in another part of

the country. Neither will a royalty paid at one time be a measure
of damages for infringement commited after that royalty has been
abandoned.
Walker on Patents, Sec. 558.

Applying these rules to the plaintiff's ow^n testimony and con-
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sidering every thing as proved to wliich he testified, and also con-

struing his testimony as favorably towards himself as its language
will permit, and it was evident that the instructions asked for by the

defendant from and including the one shown under the twenty-sixth

assignment or error to and including the one shown in the thirty-

fourth assignment or errors ought to have been given, or certainly

some of them.

It was conceded all the way through the trial tliat the defendant

had not infringed the first claim of the patent. The plaintiff's testimony

showed that he had received the royalties that he did receive for the

entire right of making and selling the entire machhw inchiding what
2vas covered by botJi of the claims of the patent. Not the least effort

was made to prove that any price had ever been fixed by the plain-

tiff or paid by any one for the right to use what was covered by the

second claim of the patent. Not a particle of testimony of that

kind was offered in the case. With the admission that the defend-

ant had not infringed one of the claims of the patent, and with no
proof whatever of the value of the other claim which was alleged to

have been infringed, and with no proof of any other form of dam-
ages resulting to the plaintiff from the infringement, we think tliat

the thirty-second instruction a>^ked for by us ought to liave been
given.

As there was no proof of any license fee ever having been paid

to the plaintiff in California, and no proof of any license fee having
been paid since 1885 in the east, and as the defendant had not

built its driers until the year 1890—Record page 64—it could not
be said that the license fee paid in the east more than five years

previously could in law l)e applied as the measure of damages in

California five years later. Evidently the eastern royalty had long

been abandoned; probably because no one would pay it. None had
been paid since 1885 and that constituted an abandonment of it',

at least on the part of the public. These being established as un-

(lisi)uted facts tlie applying of the established facts to the law and
deciding what tlie rights of the parties under them were was a

(piestion of law. We think that we were entitled to have the 27th
instruction wliich we asked for given. Also the 29th.

As it was a conceded fact that the defendant had not infringed

tlie first claim of the patent, and no proof was introduced showing
any royalty j)aid for the use of the second claim we were entitled

to have the Court give the instructions asked for as shown under
the 28tli, 3()th and 33rd assignments of error.

The instructions shown in the 31st, 32nd assignments of error

are but elementary and should have been given.

aerretson vs. Clark, 111 U. 8., 120.

DohHon vs. Hartford Carpet Co., Ill i; S., 144 and 445.

Blair vs. RohertHon, 94 V. 8., 728.
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Blacl' V.S. Thome, 111 L'. 8,, 12l>.

These instructions were almost in the very language of the

Supreme Court as contained in the decisions last above cited, and
they are in accordance with the rules of law on the question of

damages as, we have always understood them to be.

Our exceptions are specific. The entire charge of the Court

is shown on pages 111 118 of the Record. To the general fair-

ness of the charge we pay our tribute of respect. But notwith-

standing this we believe that injustice has been done to our client

in tlie particular matters covered by our exceptions. Whether we
are right or wrong is the issue now submitted to this high tribunal

for final determination.

Respectfully submitted,

M. A. WHEATON,
I. M. KALLOCH,
F. J. KIERCE,

Counsel for Appellant.


